United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.uspto.gov 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



10/726,629 



12/04/2003 



9629 7590 03/03/2006 

MORGAN LEWIS & BOCKIUS LLP 
1111 PENNSYLVANIA AVENUE NW 
WASHINGTON, DC 20004 



Hideki Sato 



046601-5124 



5727 



EXAMINER 



NGO, HOANG X 



ART UNIT 



PAPER NUMBER 



2852 

DATE MAILED: 03/03/2006 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



Office Action Summary 


Application No. 

10/726,629 


Applicant(s) 

SATOETAL 


Examiner 

Hoang Ngo 


Art Unit 

2852 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 



Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
12/13/2005 has been entered. 

Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1.56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 
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4. Claims 1-3 and 5-12 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Mishima et al (JP 05-142880) in view of Hayes et al (US 5,974,312). 

Mishima et al disclose a detachable unit 41 comprising a memory part 49 storing 
information containing control information, and upon mounting the detachable unit on an 
image forming apparatus main member, operation of the image forming apparatus 
being controlled based on the information stored in the memory part (see Abstract). 

Mishima et al do not disclose the memory part is capable of being updated by 
wireless; however, the capability for the memory part to be updated wireless is old and 
well known in the electronic art as taught by Hayes et al (Col. 2, lines 4-50). 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to incorporate the teaching of Hayes et al to the memory device of 
Mishima et al so that the content in the memory device can be updated wirelessly. 

Mishima et al further disclose the memory part stores control information 
corresponding to a destination of the detachable unit (Para. 0016); the control 
information stored in the memory part of the detachable unit is updated I times 
corresponding to destination from a manufacturer ton an end customer of the 
detachable unit (Para. 0016), the control information stored in the memory part is 
capable of being updated when not mounted (Para. 0016); the detachable unit having a 
reception part 52 and 53 for receiving an external signal; the control information stored 
in the memory part is updated at least once from an initial state (Para. 0048); the 
memory part of the detachable unit stores specification information and history 
information of the detachable unit (Para. 0048); the detachable is a fixing unit (Abstract); 
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the image forming apparatus having an output means (i.e. display unit, Para. 0048) for 
outputting information to a user; the control means 51 outputs the information for time of 
replacement to the output means (Para. 0048). 

5. Claims 1 6-18 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Hayward et al (US 6,798,997) in view of Hayes et al (US 5,974,312). 

Hayward et al disclose a server computer 40 for communicating with plural client 
computers 30 through an information communication network (i.e. Internet, Fig. 8), the 
server comprises storing control information corresponding to the client computers and 
transmitting the control information to the client computers and the control information 
being information for controlling the image forming apparatus and the control 
information is transmitted to a detachable unit (Col. 4, lines 56-67). 

Hayward et al do not disclose that the detachable unit is capable of being 
updated by wireless; however, the capability for the detachable unit to be updated 
wireless is old and well known in the electronic art as taught by Hayes et al (Col. 2, lines 
4-50). 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to incorporate the teaching of Hayes et al to the detachable unit of 
Hayward et al so that the content in the detachable unit can be updated wirelessly. 

Hayward et al further disclose a writing device for writing control information 
obtained from the client computer on a memory part of a detachable unit detachable to 
an image forming apparatus (Col. 4, lines 56-67). 
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6. Claims 13-15 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Mishima et al (JP 05-142880) in view of Hayes et al (US 5,974,312) and further in view 
of Hayward et al (US 6,798,997). 

As discussed above, Mishima et al in view of Hayes et al. disclose every aspect 
of applicant's claimed invention except that the memory part can store advertisement 
information showing advertisement as the control information, and printing the 
advertisement information on a recording sheet upon forming an image. 

Hayward et al disclose a memory part storing advertisement information showing 
advertisement as the control information and printing the advertisement information on a 
recording sheet upon forming an image (Col. 6, lines 28-48). 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made in incorporate the memory part as taught by Hayward et al to the 
device of Mishima et al in view of Hayes et al. so that information relating to the 
detachable unit can be quickly relayed to the user. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Hoang Ngo whose telephone number is (571 ) 272-2138. 
The examiner can normally be reached on 6:00am - 2:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Arthur Grimley can be reached on (571 ) 272-2136. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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